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L Tnrnrrprt Statements of Statues in Fvaminer^ Answer 

On page 2, section 2 of the Examiner's Answer, the Examiner states that Appellants' Brief 
does not contain a statement identifying related appeals and interferences which will directly affect 
or be directly affected by or have a bearing on the decision in the pending appeal. Appellants 
respectfully disagree and direct the Board's attention to page 2 of Appellants' Appeal Brief which 
clearly states that there are no appeals or interferences that will directly affect or be directly affected 
by the Board's decision in the pending appeal. 

In addition, the Examiner, in the statement of the grouping of claims on pages 2-3, section 
7, fails to include claims 14 and 15 in the grouping of claims. Appellants clearly stated in the 
Appeal Brief, page 4, that claim 14 belongs to group IX and claim 15 belongs to group X. 

Moreover, the Examiner, on page 3, section 9 fails to identify the actual references relied 
upon which are part of the record but rather states "the copy of the appealed claims contained in the 
Appendix to the brief is correct." To aid the Board, Appellants respectfiiUy submit that the prior art 
reUed upon by the Examiner is Martin, Principles nf Ohjert-Oriented Analysis and Design. PTR 
Prentice Hall, 1993\ McConnell, Code romplete A Prarticfll Handbnnk nf Software Cnnstniction . 
Microsoft Press, p. 94-109, 1993 and McDaniel, TRM nirtionary nf Computing , pages 1, 119, 185, 
586 and 597,1993. 

n. StfltemPTits nf Clear Bias on the Part nf the Examiner 

The Examiner's inability to examine Appellants' claims in an objective manner without 
hindsight and a predisposition to rejecting all of the claims despite the features recited therein is 
clearly demonstrated in the Examiner's statement challenging the Board to allow the present 
application on page 26 of the Examiner's Answer which states, "If a twenty year right to exclude 
others from integrity checking in an object oriented programming environment is to be granted it 
will be granted by the Board of Patent Appeals and Interference (BPAI)." This statement clearly 
supports the very arguments Appellants have been asserting from the beginning of prosecution of 

^ It should be noted that the Examiner, in the PTO Form 892 Submitted with the First Office 
Action, incorrectly identified the publication date as June 1, 1992, when the copyright 
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this application, i.e. that the Examiner has generalized the invention to a point where he can 
allegedly read a general textbook on the generalization of Appellants' invention. The Examiner 
has not, and continues to refuse to, examine the actual features recited in the claims but decides 
to rather reject a different invention that fits better into the mold he wishes to make. 

Appellants are not claiming the general concept of integrity checking in an object oriented 
progranmiing environment. This fact is clear from the language of the pending claims. For 
example, claim 1 recites "identifying a point in a unit of work where application state integrity is 
to be verified, wherein the unit of work includes a plurality of participants.'* This feature is not 
part of general integrity checking in an object oriented enviroiunent. Claim 1 further recites 
"responsive to determining that the unit of work is to be completed, obtaining rules associated 
with each participant in the unit of work." This feature is also not part of general integrity 
checking in an object oriented environment. Claim 1 goes on to recite "responsive to obtaining 
the rules, running the rules obtained for each of the participants to verify the integrity of an 
application state, according to the plurality of participants." Again, this is not part of general 
integrity rule checking in an object oriented environment. 

While the present invention makes use of integrity checking, the particular manner in 
which the present invention uses integrity checking is not simply to do so in an object oriented 
environment. To see that the features of the present invention are not present in integrity 
checking in an object oriented environment in general, one need only look at the Martin reference 
that the Examiner relies upon, which Appellants have shown fi^om the beginning of prosecution 
does not teach or suggest any of the features of the presently claimed invention. 

III. Dpfinitinn of Terms 

The Examiner continues to contest Appellants' asserted right not to be bound by the 
Examiner's interpretation of terms. The Examiner states, in many places in the Examiner's 
Answer, that Appellants "left the door open" for the interpretation of the terms "unit of work" 
and "participant" and thus, the Examiner is going to make up his own definition of these terms 
and stick to it. Appellants in no way left any door open nor did Appellants agree to any 



notification clearly states 1993. 
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definition set forth by the Examiner. 

hi the First Office Action, the Examiner set forth a number of interpretations that the 
Examiner asserted were going to be used to hmit the use of the terms in the claims. Appellants, 
in their response to the First Office Action, and in an attempt to aid the Examiner, offered other 
example definitions obtained from the specification for these terms and asserted that these 
example definitions were merely examples and were not intended to limit the scope of the 
present claims. The Examiner then asserted, and continues to assert, that Appellants are bound 
by their examples when Appellants clearly stated that they were only offering the example 
definitions as examples and were not in any way meaning to limit the claims. The Examiner then 
as much as states that he is a "finder of fact" and that the example definitions are now "findings 
of fact." The Examiner is not a "finder of fact" and the example definitions are not "findings of 
fact" despite the allegations made by the Examiner. The scope of the terms used in the present 
claims are only limited by the present specification as interpreted by one of ordinary skill in the 
art, not some arbitrary definition imposed by the Examiner in order to try and fit the claims into a 
mold formed by the Examiner's selected reference. 

It is well established that the Examiner is permitted to give claims their broadest 
reasonable interpretation and that Appellants can be their own lexicographer, hi the present 
application, however, the Examiner has come to the conclusion that the Examiner can be his own 
lexicographer in order to give recited terms a more limiting interpretation that better fits the 
reference rather than an interpretation that accurately defines the invention as described in the 
present specification. Appellants again assert that the definition of the terms used in the present 
claims should not be narrowly interpreted in view of the Examiner's statements. 

Moreover, Appellants respectfiiUy submit that even if the Examiner's interpretation of the 
claim terms were adopted by the Board, the claimed features still are not taught or suggested by 
the cited references, as discussed in greater detail hereafter. 

IV. Taking the Martin Rfferenrf as a Whole 

Appellants continue to maintain their objection to the Examiner's statement that the 
Martin reference must be taken as a whole and thus. Appellants must digest all 400 plus pages of 
the Martin reference and respond to the entire reference as a whole rather than just those sections 
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relied upon by the Examiner. As has been consistently stated by Appellants, such a stance clearly 
shifts the burden of establishing a prima facie case of obviousness from the Examiner to the 
Appellant. If such a position were correct, why would the Examiner need to point to any section 
of Martin at all? Why couldn't the Examiner merely say that the features of the claims are taught 
in Martin and let Appellants discem where such features are allegedly taught? This clearly does 
not meet with the requirements for establishing a prima facie case of obviousness imder Graham 
V. Deere. 

Moreover, it seems that the Examiner believes that it is not too much of a burden for 
Appellants to review the entire 400 plus pages of Martin, or for the Board to do so, yet it is too 
much of a burden for the Examiner to cite those other sections of Martin that allegedly teach the 
features of the present claims. Appellants object to such a notion and will continue to only 
address those sections of the Martin reference specifically relied upon by the Examiner as alleged 
support for his position. 

V. Sections of Martin Cited as Allegedly Supporting the Fvaminpr^ Position 

The Examiner, on pages 5 and 7 of the Examiner's Answer, sets forth the sections of 
Martin that the Examiner is relying upon to be pages 133-144 and 147. hi the following, 
Appellants will look at each page individually and contrast its teachings against an exemplary 
claim, claim 1, to illustrate how the Martin reference lacks even the basic teachings or 
suggestions necessary to support a rejection under 35 U.S.C. § 103(a). 

Page 133 of Martin is as follows: 
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1 0 RULES 



Ctae goal of dl^-oriemed devclopmeat oogtu to be to avoid programming 
whoever possible. 



Wbcrerver possiblD* the code for syilemx sfaoold be gezmted firom models that m 
easy for end iisen to understsnd aod e]q)eiimeat 



The desiicd behavior of systems can be described with tl^ help of rules. 
Business policies^ for exanq^Ie, can be expressed in rules such as the following: 

WHEN a custDmer has bouQihl nm than twioo the avere^ 

for the previous 12 morr^ 
THEN tt (s categortzod as a good oustomor 

WHEN stDckfaQst>etow reorder poM (or a product 
THEN <mly good cuBlornerB haw their ofdem processed Immediately 

WHEN new stock anNes 
IF ofders are on hold 

THEN ordefi am sortad t>y custocDor rating then eartiast ortter date, and faied 
tnthal&eQtjenoo 

WHEN orders are nued 
IF the customer Is a bad payer 

THEN the order Is put on hold unta the amount due Is received 
AND the customer Is notHted 



RULES BCPRESSED 
INENGUSH 



Rules need to be rigorous so that they fc»ntn a ba^ for 
code generation. However, it is partkmlariy in^xxtant 
that rules are understandable by end users. End users 
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From this page all that can be ascertained is: 

(1) a goal of object oriented programming is to avoid programming wherever possible; 

(2) that the desired behavior of systems can be described with the help of rules; 

(3) that business policies can be expressed in rules; and 

(4) rules need to be rigorous and understandable by end users. 

There is nothing on this page of Martin that speaks to any of the features of independent 
claim 1. Specifically, there is no teaching or suggestion on this page of Martin regarding units of 
work, identifying a point in a unit of work where state integrity is to be verified, a unit of work 
having a plurality of participants, obtaining rules for each participant in a unit of work in 
response to a determination that the imit of work is to be completed, or running the rules obtained 
for each of the participants to verify the integrity of an application state according to the plurality 
of participants in response to obtaining the rules. 

Page 134 of Martin is as follows: 
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ModettandOiioramt 



PftflD 



inust be iblc to cbeck that the fulca contcUy «pr^ 
STsystcm bdiavioL Ridc» shook! th«^^ 
national tasfuas^ of d» cad users). 

A ty^d nile cxiHtssUm in the langMge Prol^ 

slstar {x^ femato (x). parent (x^:). parant (y,z) 

IMS is not likely to be understood by iDOSt cod us^ 

if X is female and if X has a parent. z» and y has the same parait^z.) 

Vrtiffl we use rules in otject-wioited modeling, Che lu^^ 
in Eogllah but at the same time be rigorous. EngUfih4angiM^ 

editor that Is part of an 
Enjdish ii created, code is generated so that the ruk c«i be CM 

IvTSe resnltin£ EngliA may be ctomsy and tedioua for end oseri to M^fi- 

beod. Wbco ttdTliwBrAe 

expressing the aame nik. We then have both foimil and easy 
Sows which are linked to an OO modd that end users can u^^ 

woik with. Thdr business policies are ex^essed in such a model, and ca^js 
generated diiBcdy &cm the business polides. Ito is done, for cxac^ 
OOOVSE tool OMW. Object Managcrnent W(Kkb««±u from In 



DECLARATIVE 
VERSUS 
PROCEDURAL 
STATEMENTS 



We can distinguish between declarative and proee- 
dumi I fl Pg^ g"* Of g f atfi m e nts. 

Conventiooal programming languages are pnoce- 
dWmi. TTi^ ^ye A set of instructions that a computer 

must execute in a spedfied sequence. The sequence 
may vary dcpMiding oo conditions tested Groups of instructions can be executed 

repetitively (loops). 

^Declarative languages declare a set offsets and rules. Tbey do not ^pe^ 
the sequence of stei» (procedure) foe doing processing. The oon^tcr uses 
facts to derive a program for a particular pcooodure. The facts may be e^nessed 
in various w^ft. Ticy niay, for exan^de. be in the form of a record: 



Author 



Tetter 



rUiKtom Hou*» 



Facts may be values that populate a spreadsheet Tliey may be 
with statements such as the following. 

Pathogens associated wiih Gastrointestinal Tract include 



• Cnteroooocus 

• Ctostrtdlum Gangrone 




From this page, all that can be ascertained is: 

(1) rules should be expressed in Enghsh; 

(2) rules can be built using a rule editor that is part of an 00-CASE toolset such that at 
the same time that the English is created, code is generated so that the rule can be executed 
immediately; 

(3) there may be formal and easy-to-read English in windows which are linked to an 00 
model that end users can understand and work with; 

(4) business policies are expressed in such a model and code is generated directly from 
the business policies; 

(5) procedural languages specify a set of instructions that the computer must execute; and 

(6) declarative languages declare a set of facts and rules and the computer uses these facts 
to derive a program for a particular procedure. 

Again, there is nothing on this page of Martin that speaks to any of the features of 
independent claim 1 . Specifically, there is no teaching or suggestion on this page of Martin 
regarding units of work, identifying a point in a xmit of work where state integrity is to be 
verified, a unit of work having a plurality of participants, obtaining rules for each participant in a 
unit of work in response to a determination that the unit of work is to be completed, or running 
the rules obtained for each of the participants to verify the integrity of an appUcation state 
according to the plurality of participants in response to obtaining the rules. 

Page 135 of Martin is as follows: 
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135 



:ssod 
Bite- 



4k IS 



roc£* 

tputer 
cttted 

losed 



«&sed 



Facts may also be expressed with equations* for exazxiple: 

PftiNCtPAL - IH8TAUMENT X lOCVlNTaiESTJWB (1 - 

vfflbftfalrfflft*^ TVf itw Aigj »at gfwt tkg s^quatcB of tteps in dobi2 At cal- 
cici^tita Similady, teiwnl 

End oseiv» who generally have difEcdlty ooderstanding progiains and 
dw(±iag didrconctaess. can easily 



Declantive t***^"*^** are moch tuUx to gntp aad validate than j^ocedmal 
language* 

Wbciepo«iT>K^ifaottMbaiMtyrtem>ftom 
di^gctiBt that cad nsen can undostaod. 



To a large extent, but not oooxpletdiy, the design of an OO system can be 
aeatod autoin^tkally fiom facta and rules of the type described in this diapter, 
and code can be mimmflricall y generated 



IIAKINQ BUSINESS 
KNOWLEDGE 

Expucrr 



the rules described in tfaia ch^M- cq)t»re the kno w- 
how about how ttic business or system should operate. 



Rules are encaptaUSed bttstness knowledge. 



We need tecbuques with ^iliich business know^iow cw 
explicit made easy to read, and translated ditedly into executable code. With tra- 
ditional stxuctuied teclmiqiies. business policies are not made expUdt They 
become buried in code written in COBOL <Hr other languages. One rule is often 
ttflected in multiple programs and may be virtually impossible to extmct from 
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From this page of Martin, all that can be ascertained is: 

(1) facts maybe expressed as equations; 

(2) systems should be built using declarative statements because they are more easily 
understood by users; 

(3) an 00 system may be created automatically from facts and rules and code can be 
automatically generated; 

(4) rules are encapsulated business knowledge; and 

(5) traditionally, business policies are not made exphcit. 

Yet again, there is nothing on this page of Martin that speaks to any of the features of 
independent claim 1. Specifically, there is no teaching or suggestion on this page of Martin 
regarding units of work, identifying a point in a unit of work where state integrity is to be 
verified, a imit of work having a plurality of participants, obtaining rules for each participant in a 
unit of work in response to a determination that the imit of work is to be completed, or running 
the rules obtained for each of the participants to verify the integrity of an application state 
according to the plurality of participants in response to obtaining the rules. 

Page 136 of Martin is as follows: 
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138 



Pwto 



tlvrn^ prr^grffTI* *«y ^fttnlntng th^ wvW Whwi tfw policy chflngea. h is difficuit ta 
change the code or even to know what code ou^ to be changed. 



We need to noke business policies eatplkh tod 

When the poUcks dunge, h shoukl be possibto to legeaenUe the co^ 



Our challenge is to find dsagraxos that are noeaningful to executivea and 
business people, that enable such people to visualize how their enterprise oper- 
ates and to help tetksign it when i^cesaaiy. An OOCASEtoc^ should enable iu 
users to navigate thnsi^ the diagrnau aiMl ea^and wiikdom 



Orilectively, the OO < 
bosioess is ncDu 



( and coles dxxild iqaeieiil the laws about how the 



With traditional gtnictured rrfhnfqnra, there is a poor translation of business 
policies into programs. With OO technlipaet and ruto, we want the most direct 
translatioo of business policies into genoated code. When business polldes are 
changed, we want that to be rejected qui(^y in regenerated code. 



RULES LINKED We have emphasized tl^ value of 00<:ASB tools for 

TO DIAGRAMS GO modeling, analysis, and design. CASE tools use 

the diagrams described La Chapters 6 to 13. Rules 
should be associated with these diagrams. Hie CASE tools noay show them in 
windows linked to the blocks or symbols on the diagrams. 

Some rules are associated with the diagrams used in Object Structure 
Analyds (described in Chapters 6 and 7): 

• Inheritance and subtypktg djagmms 

• Ob}ect«ceUtloQ8bip diagrams 

• Cotn p osedHaf dj ag rams 

• Diagrams showing data stroctorEs 

Other rules are associated with the diagrams used in Object Behavior 
Analysb (described in Ch^ters 8, 9, and 13): 

• Bwnidiagrams 

• State-transition diagrams 

• Diagrams showing medxxis 



sni 

RUl 



Inat 
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From this page, all that can be ascertained is: 

(1) business policies should be made explicit and should be translated directly into code; 

(2) when the policy changes, it should be possible to regenerate the code quickly; 

(3) an 00-CASE tool should enable users to navigate through diagrams and expand 
windows to show the rules for the diagrams which are more meaningful to executives and 
business people; 

(4) the 00 diagrams and rules should represent the laws about how the business is run; 

(5) CASE tools use diagrams and rules should be associated with these diagrams which 
the CASE tools may show in windows linked to blocks or symbols of the diagrams; 

(6) some rules are associated with diagrams used in object structure analysis; and 

(7) other rules are associated with diagrams used in object behavior analysis. 

As with pages 133-135, there is nothing on this page of Martin that speaks to any of the 
features of independent claim 1 . Specifically, there is no teaching or suggestion on this page of 
Martin regarding units of work, identifying a point in a unit of work where state integrity is to be 
verified, a unit of work having a plurality of participants, obtaining rules for each participant in a 
unit of work in response to a determination that the unit of work is to be completed, or running 
the rules obtained for each of the participants to verify the integrity of an application state 
according to the plurality of participants in response to obtaining the rules. 

Page 137 reads as follows: 
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CATEGORIES 
OF RULES 



Several different types of niles exist Bunness mlcs 
can bo classified as integrity lules^ derivation rules* 
and behavi<» roles [2]. 



Rul* 



Rult 



Dartvttfon 
RuSft 



Bthtvtor 
Rult 



Integrity rtdes state that something must be true. For example, a value must 
be widun a certain tao^ an object iclationship must have a twed cazdtnality, a 
pnoooditioin imut bdd b^ue an openttion is cxecutedt and so on. Operadon 
pr€Condithn rules and cpemdcn pasMndtUon mUs m Important spedal cases 
of ittt^pty luks. 

lotegdiy niles sbodd start wi^ the ^irase *it sbodd ahro^ hold 1^ 
lai gives some examples of integrity rales. 

I)^nyafiioff m^statehowavabseorasetofvahiesiscompnte^ Box 10^ 
gives exainqiles derivatioo rales. 

Behavior rules describe dynamic aspects of behavior. They are commonly 
assocuted with event dtagmms. They often express business rales &at desmbe 
what C(mditoa must be trae for an operation to be triggeied. 

In some melhodologiea. canlinality oon^raints are refened to as **busine$s 
^ tulesT and axe the only form of bosinesa rule. These should be refened to as 
"cantioality rules" to indicate that they are only one narrow type of busing 
rule. 



SUMULUS/RESPONSE Sdmulus/req)Qttse rules express triggering behav- 
RULES ior and genearally have the fonn 



WHEN 
IF 

THEN 



<oonditlon to futfil> 
<opefatlon> 



In a business model this can be 



1S7 
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From page 137, all that can be ascertained is: 

(1) business rules can be classified as integrity rules, derivation rules and behavior rules; 

(2) integrity rules stat that something must be true; 

(3) derivation rules state how a value or a set of values is computed; 

(4) behavior rules describe dynamic aspects of behavior; and 

(5) stimulus/response rules express triggering behavior. 

This is the first time that Martin teaches anything remotely related to the present claims, 
i.e. integrity rules. The presently claimed invention verifies the integrity of an application state 
and Martin teaches integrity rules. However, this page of Martin still does not teach the specific 
features recited in claim 1. Specifically, there is no teaching or suggestion on this page of Martin 
regarding units of work, identifying a point in a unit of work where state integrity is to be 
verified, a unit of work having a plurality of participants, obtaining rules for each participant in a 
unit of work in response to a determination that the unit of work is to be completed, or running 
the rules obtained for each of the participants to verify the integrity of an application state 
according to the plurality of participants in response to obtaining the rules. All that is taught on 
page 137 of Martin is the general concept of integrity rules. 

Pages 138 and 139 merely provide examples of integrity rules and derivation rules and 
thus, are not reproduced below. Suffice it to say, these pages of Martin do not add anything to 
what was taught in pages 133-137 other than to give explicit examples of rules. Even the 
examples of integrity rules shown on page 138 merely state "IT MUST ALWAYS HOLD 
THAT. . and provide no further teaching regarding the specific features of claim 1 discussed 
above. 

Page 140 is as follows: 
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From page 140, all that can be ascertained is: 

(1) that the stimulus/response rule form of expression relates to the basic construct of 
event diagrams; 

(2) stimulus/response rules can be expressed rigorously but can also be translated into an 
English statement that end users can validate; and 

(3) each operation has its own context-independent precondition and postcondition which 
should be expressed with rules that end users can understand and verify. 

Once more, there is nothing on this page of Martin that speaks to any of the features of 
independent claim 1. Specifically, there is no teaching or suggestion on this page of Martin 
regarding units of work, identifying a point in a unit of work where state integrity is to be 
verified, a unit of work having a plurality of participants, obtaining rules for each participant in a 
unit of work in response to a determination that the unit of work is to be completed, or running 
the rules obtained for each of the participants to verify the integrity of an application state 
according to the plurality of participants in response to obtaining the rules. 

Page 141 is as follows: 
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t4| 



^ ^ewed as a cont ra c t 



Uat binds tte routiiie uui its callers [1]. It is. in effect, a 

cimtractcelatiDf to software cdiabiliiy. . w 

c«)Cfatioo wiU perfonn cor^ 
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From page 141 of Martin, all that can be ascertained is; 

(1) operation precondition rules express those constraints under which an operation will 
perform correctly and the operation cannot go ahead unless those constraints are satisfied; 

(2) operation postcondition rules guarantee the results by stating that certain state changes 
will occur when the operation is executed; 

(3) events are those state changes to which a system must react and thus, events reflect an 
aspect of an operation postcondition rule; 

(4) before an operation can be executed, its precondition, which is independent of the 
particular application, and its control condition, which is dependent of the application, must be 
true; and 

(5) both the precondition and control condition are expressed as rules. 

Once more, there is nothing on this page of Martin that speaks to any of the features of 
independent claim 1. While Martin teaches general concepts of various types of rules, there is 
nothing in Martin that teaches the specific features of claim 1. Specifically, there is no teaching 
or suggestion on this page of Martin regarding units of work, identifying a point in a imit of work 
where state integrity is to be verified, a unit of work having a plurality of participants, obtaining 
rules for each participant in a unit of work in response to a determination that the unit of work is 
to be completed, or running the rules obtained for each of the participants to verify the integrity 
of an application state according to the plurality of participants in response to obtaining the rules. 

Page 142 is as follows: 
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From page 142, all that can be ascertained is: 

(1) control conditions relate to trigger rules and are often designed to achieve correctness 
of a precondition; 

(2) the event diagram is an executable diagram, i.e. it can be converted to program code; 

(3) the diagrams of traditional structured analysis are not executable; 

(4) 00-CASE tools may generate code immediately from diagrams that are executable; 

and 

(5) An 00 model may be more complex than a spreadsheet but should be able to be 
created quickly using 00-CASE tools, immediately run it, add instances of class data, observe its 
behavior, grow it, and change it quickly. 

Yet again, there is nothing on this page of Martin that speaks to any of the features of 
independent claim 1. There is not even so much as the mention of a unit of work, participants of 
a imit of work, rules associated with a unit of work, let alone the specific features recited in claim 
1, on any of pages 133-142 of Martin, despite the allegations made by the Examiner. 

Page 143 of Martin reads as follows: 
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can thus redesign business processes and observe the eOeds of the redesign. 
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From page 143, all that can be ascertained is: 

(1) rules can be linked to other types of diagrams as well as event diagrams; 

(2) rules can be divided into object state rules and object behavior rules; 

(3) object state rules are identified in object-structure analysis and are associated with 
diagrams, such as the data-structure diagram, object-relationship diagram, or composed-of 
diagram; 

(4) object-behavior rules are identified in object-behavior analysis and are associated with 
event diagrams and some are associated with state-transition diagrams; 

(5) rule windows may be linked to an event diagram, which display the rules associated 
with the boxes and symbols of the event diagram; and 

(6) the analyst should translate executable rules into easy-to-read English. 

Where is the teaching or suggestion of units of work, participants, rules for participants, 
etc.? Once more, there simply is nothing on this page of Martin that speaks to any of these 
features or the specific features of independent claim 1 . Specifically, there is no teaching or 
suggestion on this page of Martin regarding units of work, identifying a point in a unit of work 
where state integrity is to be verified, a unit of work having a plurality of participants, obtaining 
rules for each participant in a unit of work in response to a determination that the imit of work is 
to be completed, or running the rules obtained for each of the participants to verify the integrity 
of an application state according to the plurality of participants in response to obtaining the rules. 

Page 144 of Martin is as follows: 
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From page 144 of Martin, all that can be ascertained is: 

(1) examples of object structure analysis include rules associated with attributes, rules 
associated with object-relationship diagrams, and rules associated with composed-of diagrams; 

(2) examples of object behavior analysis include rules associated with transitions, rules 
associated with event diagrams, and complex rules expressed with event diagrams; 

(3) from a model and its attached rules, a spreadsheet is created automatically; 

(4) the analyst can populate the spreadsheet and see the effects of the rules; and 

(5) the operations on the event diagram may be resequenced, the business policies 
changed, the spreadsheet changed accordingly, graphics and charts may be generated from the 
spreadsheet, etc. 

As with all of the previous pages, there is nothing on this page of Martin that speaks to 
any of the features of independent claim 1. Specifically, there is no teaching or suggestion on 
this page of Martin regarding units of work, identifying a point in a unit of work where state 
integrity is to be verified, a unit of work having a plurality of participants, obtaining rules for 
each participant in a unit of work in response to a determination that the unit of work is to be 
completed, or running the rules obtained for each of the participants to verify the integrity of an 
application state according to the plurality of participants in response to obtaining the rules. 

The Examiner also makes reference to page 147 of Martin which illustrates the use of an 
integrity rule in a state transition diagram as follows: 
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While this page of Martin shows an integrity rule in a diagram, and diagrams are 
allegedly executable, there still is no teaching or suggestion in Martin regarding the specific 
features of claim 1. That is, where in Figure 10.1 on page 147 is it taught to identify a point in a 
unit of work where application state integrity is to be verified, wherein the unit of work includes 
a plurality of participants? There is no teaching on page 147, or any of the other pages of Martin, 
regarding a unit of work having a plurality of participants and identifying a point in such a unit of 
work where integrity is to be verified. Furthermore, where on page 147 is it taught to obtain 
rules for each of the plurality of participants in the unit of work in response to a determination 
that the unit of work is to be completed? Where on page 147 is there any mention of running 
rules obtained for each of the participants to verify the integrity of an appUcation state according 
to the plurality of participants in response to obtaining the rules for the participants? There 
simply is no teaching or suggest regarding these features in Martin. 

The same page-by-page analysis shown above can be performed with each of the pending 
claims with the result being that Martin simply does not teach or suggest the features of the 
claims. At most, Martin teaches integrity rules, executable diagrams, and use of integrity rules 
with executable diagrams. The specific features of the present invention, with regard to any of 
the pending claims, claim 1 merely being an example, are not taught, suggested, or even hinted at 
by the Martin reference. The only way that the Examiner can allegedly read the teachings of 
Martin on the present claims is by first generalizing the claimed invention so that many of the 
specific features are not addressed, and then using hindsight to assert that one of ordinary skill in 
the art would somehow, fi*om the teachings of pages 133-144 and 147, come up with Appellants' 
exact claimed invention. Such erroneous examination of the claims stems fi-om the Examiner's 
inability to take an unbiased approach to examining the claims. 

VI. EYaminer's Response to Arguments 

Undoubtedly, based on the Examiner's statements in the Examiner's Answer, the 
Examiner would respond to the above arguments in the same manner as he did in his Examiner's 
Answer by saying that they are "allegations of patentability without technical merit" or that 
Appellant has "failed to provide technical reasoning with support from the Specification on why 
the claimed invention differs from the prior art of record." However, it does not take an in-depth 
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analysis of Martin to see that, other than merely teaching integrity rules and using them with 
executable diagrams, there is nothing in Martin that even remotely hints at the features of the 
present claims. This is clear from the page-by-page analysis provided above which clearly 
supports Appellants arguments that have been asserted since the beginning of prosecution of the 
apphcation. 

Furthermore, while the Examiner may beUeve that such "non-technical" arguments are a 
"lazy" approach to overcoming the rejections (see the Examiner's Answer pages 8 and 26), 
Appellants have clearly shown for all features of the claims that the Martin reference does not 
teach any of the features of the present invention. Since Martin simply does not teach or suggest 
the features, and the Examiner has not established a prima facie case of obviousness by pointing 
to explicit teachings and suggestions where the features of the present claims are taught or 
suggested, Appellants need not go into the "nuts and bolts" of how the mechanisms of the Martin 
reference operate to explain what is apparent on the face of the reference, i.e. Martin does not 
teach or suggest the features of the present invention. Appellants have addressed those sections 
of the Martin reference that the Examiner believes teaches or suggests the features of the present 
invention and have shovm that these sections, in actuality, do not teach or suggest anything in the 
present claims. That is sufficient for overcoming a rejection of obviousness. 

Much of the Examiner's argument rests on the Examiner's interpretation of terms in the 
claim, interpretations which are devoid of any attempt to reconcile them with the present 
specification and are clearly obtained from a hindsight notion of attempting to fit the present 
claims into the mold of Martin. For example, the Examiner repeatedly states that Appellants 
have not clearly and concisely traversed the interpretation of "unit of work" given by the 
Examiner. However, Appellants have clearly stated in the Response filed August 8, 2001 that an 
example definition of "unit of work" obtained from the specification page 11, lines 21-23, which 
the Examiner conveniently disregards in his statements in the Examiner's Answer (see page 14, 
Examiner's Response and page 22, Examiner's Response), is "representations of pieces of 
business work which define each business context in which they are carried out" with an example 
being shown in Figure 3. While a unit of work may have rules associated with it and may even 
be performed using methods, they are not in themselves simply rules and methods as the 
Examiner alleges. This conclusion is clear from the example shown in Figure 3. 

Regardless of this, the Examiner continues to interpret this term to be methods/rules. 
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Thus, even when the Examiner asks for clarification of a term, and Appellants give an example 
definition fi-om the specification, the Examiner still refiises to change his interpretation of the 
term. This refiisal can only be because it would require the Examiner to no longer rely on the 
Examiner's reference and would force the Examiner to actually find the features of the present 
claims, rather than some generalization of the present invention. 

Similarly, the Examiner continues to interpret "participants" to be methods despite 
Appellants example definition from the specification page 11, lines 25-27 of participants being 
elements of a unit of work that are modified by the processing carried out in association with the 
unit of work. Methods are not modified by the processing carried out in association with a unit 
of work. The Examiner is not attempting to examine the claim features to determine if they read 
on the prior art, but rather is attempting to figure out how he can make the prior art seem Uke the 
claimed features. Even at this, the Examiner fails since the allegations made by the Examiner 
regarding the Martin reference simply are not supported as set forth above in the page-by-page 
analysis of Martin. 

It is not necessary to address each of the Examiner's Responses to Appellants arguments 
with regard to each grouping of the claims since all of the Examiner's Response are based in the 
same erroneous interpretation of Martin as discussed above. Suffice it to say, the claims of each 
of the groupings are allowable over the alleged combination of references for the reasons set 
forth in Appellants' Appeal Brief 

VIL Other Ciffd Rfferenres 

The other cited references, i.e. Code Complete and the IBM Computer Dictionary, are 
superfluous and provide no additional support for the Examiner's allegations. Even when 
combined with Martin, they do not rise to the level of teaching the features of any one of the 
pending claims. Thus, it is not necessary to address these references individually. 
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VIII. CnnrlHsion 

In view of the above, Appellants respectfully submit that all of claims 1-29 define over 
the prior art of record, Martin, Code Complete, and the IBM Computer Dictionary. Appellants 
therefore, request that the Board of Patent Appeals and Interferences overtum the rejection of 
claims 1-29 under 35 U.S.C. § 103(a). 



RespectfiiUy submitted. 
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Attomey for Appellants 
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